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CHAPTER 2 0 

Agreement on Trade-Related Aspects of Intellectual 
Property Rights 

Summary 
The development of  international trade can he adversely affected  if  the  standards 
adopted by countries to  protect intellectual property rights  (IPRs) vary  widely from 
country to country. Furthermore,  the  lax or ineffective enforcement of such rights  can 
encourage trade  in counterfeit  and  pirated  goods, thereby  damaging  the legitimate 
commercial interests  of  manufacturers who  hold or have acquired those  rights.  The 
Agreement on Trade-Related  Aspects of  Intellectual  Property Rights (TRIPS), 
negotiated in  the Uruguay Round, therefore lays  down minimum standards for the 
protection of  intellectual property rights as well as the procedures and  remedies  for 
their enforcement. It  establishes a mechanism for consultations and surveillance at the 
international level to ensure compliance with these standards by member countries at 
the national level. 

The structure  of the  Agreement is built  on  the  existing international conventions 
dealing with IPRs. Its  provisions apply to the following intellectual property rights: 

• Patents; 
• Copyright  and related rights; 
• Trademarks; 
• Industrial  designs; 
• Layout-designs  of integrated circuits; 
• Undisclosed  information; and 
• Geographical  indications. 

In order to ensure that holders of intellectual property do not abuse the exclusive rights 
available to  them, these rights are subject to a number of limitations and exceptions. 
These aim at ensuring a balance between the  legitimate interests of right holders and 
users of intellectual property. 

The Agreement also lays down procedures for consultations between governments when 
one party has  reasons  to believe  that the  licensing  practices  or  conditions of  an 
enterprise from another member country constitute an abuse of the Agreement or have 
adverse effects on competition. 

The Agreement provides  a  transitional  period of five years (i.e.  up  to  1  January 
2000) for  developing  countries to  bring their IPR legislation  in  conformity with  the 
provisions of the Agreement. For least developed countries the transitional period is 11 
years (up  to 1 January 2006). 

The provisions of the Agreement on plant inventions and varieties are currently being 
reviewed, in  accordance with the relevant provisions. The  Agreement further provides 
that all its provisions should be reviewed after a period of five years, i.e.  in 2000. 
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Intellectual property rights and their implications for international trade 

The object s o f intellectua l propert y ar e th e creation s o f th e huma n mind , th e 
human intellect , thu s th e designatio n 'intellectua l property' . 

They include copyright, patents an d industria l designs . Copyright relates to th e 
rights o f creators o f literary, scientifi c an d artisti c works. Patents giv e exclusiv e 
rights t o inventors ; however , invention s ca n b e patente d onl y i f they ar e new , 
non-obvious an d ar e capabl e o f industria l applications . Industria l design s ar e 
new o r origina l aestheti c creation s determinin g th e appearanc e o f industria l 
products. Thes e thre e right s ar e availabl e fo r limite d durations . 

Intellectual propert y als o include s trademarks , servic e mark s an d appellation s 
of origin (o r geographical indications) . I n th e cas e o f these propert y rights , th e 
aspect o f intellectual creatio n - althoug h existen t - i s less prominent. However , 
protection i s granted t o trademarks an d othe r sign s to enabl e manufacturer s t o 
distinguish thei r product s o r service s fro m thos e o f others . Trademark s hel p 
manufacturers buil d consume r loyalty . The y als o assis t consumer s i n makin g 
informed choice s on the basis of the information provide d by manufacturers o n 
the qualit y o f thei r products . 

Implications of IPRs for trade 

Any unauthorize d us e o f intellectua l propert y constitute s a n infringemen t o f 
the righ t o f th e owner . Unti l abou t tw o decade s ago , suc h infringement s ha d 
implications largel y fo r domesti c trade . Furthermore , th e problem s the y pose d 
were considered t o be mainly a t the nationa l leve l which -  apar t fro m affectin g 
the interest s o f th e owner s o f right s -  impinge d o n scientifi c progres s an d 
cultural life . 

In recent years, however, there has been increasing realization that the standard s 
adopted by countries to protect their IPRs as well as the effectiveness wit h which 
they ar e enforce d hav e implication s fo r th e developmen t o f internationa l trade . 
There ar e many reason s fo r this , o f which thre e ar e especially worth noting . 

First, economi c activit y i n mos t develope d countrie s i s increasingl y becomin g 
research- an d technology-intensive . A s a  result , thei r expor t product s -  bot h 
traditional (suc h a s chemicals , fertilizer s an d pharmaceuticals ) an d 
comparatively ne w (telecommunication s equipment , computers , software ) -
now contai n mor e technologica l an d creativ e input s tha t ar e subjec t t o 
intellectual propert y rights . Manufacturer s ar e therefor e kee n t o ensur e tha t 
wherever they market thei r products these rights are adequately protected, thu s 
enabling the m t o recou p thei r R & D expenditure . 

Second, wit h th e remova l o f restriction s o n foreig n investmen t b y a  larg e 
number o f developin g countries , ne w opportunitie s ar e emergin g fo r th e 
manufacture i n thes e countrie s o f patente d product s unde r licenc e o r withi n 
joint ventures. The willingness o f industries i n industrialized countrie s t o ente r 
into suc h arrangement s an d t o mak e thei r technolog y available , however , 
depends o n ho w fa r th e IP R syste m o f th e hos t countr y provide s the m a n 
assurance tha t thei r property right s t o technology will be adequatel y protecte d 
and no t usurpe d b y loca l partners makin g use o f revers e engineering . 

Third, th e technologica l improvement s i n product s enterin g internationa l trad e 
have been matche d b y technological advance s tha t hav e made reproductio n an d 
imitation simpl e an d cheap . I n countrie s wher e law s o n IPR s ar e no t strictl y 
enforced, thi s ha s resulted , a s bo x 4 6 shows , i n increase d productio n o f 
counterfeit an d pirate d goods , not onl y for sal e in domestic markets bu t als o fo r 
export. 
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Box 46 
Trade in  counterfeit  and  pirated  goods 

Estimates of revenue foregone by industries as a result of counterfeiting, pirating and 
other infringement of intellectual property rights vary widely, but there  is  no doubt 
that the  value involved is significant 
Goods are treated as counterfeit  when  they are offered for sale  particularly under 
well-known trademarks  which the  seller has no authority to use. These  are generally 
labour-intensive products which, because  of the reputation of the brand name, can be 
sold at high  prices. They  include  clothing, shoes,  watches,  cosmetics,  leather  goods, 
and household and sporting goods. 
Pirated goods are those that  infringe  copyright and related  rights. Book publishers, 
producers of records, discs,  films, tapes and cassettes are often the victims of violation 
of copyright and related rights. Technological progress has greatly facilitated the art of 
copying. The computer software industry is the leading victim of the speed with which 
intellectual property can be illegally copied and distributed on an international scale. 

WIPO conventions on IPRs 

Efforts t o develo p rule s providin g adequat e protectio n t o intellectua l propert y 
rights a t th e internationa l leve l hav e bee n mad e fo r ove r a  century , mainl y 
under th e auspice s o f th e Worl d Intellectua l Propert y Organizatio n (WIPO ) 
and it s predecesso r organizations . A s a  result , a  numbe r o f convention s layin g 
down internationa l obligation s t o protec t th e right s o f owner s o f IPR s hav e 
been adopted . Bo x 47 list s thes e convention s an d indicate s thei r coverag e an d 
main field s o f application . 

Background to the Uruguay Round negotiations on IPRs 

Proposals that action should be taken in GATT to control the trade in counterfei t 
and pirate d good s wer e mad e b y develope d countrie s a s earl y a s th e Toky o 
Round o f negotiations . Whe n th e Urugua y Roun d wa s bein g launched , thes e 
countries propose d tha t th e negotiation s shoul d no t onl y cove r trad e i n 
counterfeit good s bu t als o ai m a t developin g minimu m standard s o f protectio n 
for adoptio n b y membe r countries . Whil e developin g countrie s wer e i n genera l 
not oppose d t o th e proposal s fo r actio n o n counterfei t goods , the y initiall y 
resisted discussio n o n minimu m standards . The y wer e apprehensiv e tha t suc h 
negotiations woul d requir e the m t o chang e thei r policies . Fo r developmen t an d 
social reasons , thes e policie s exclude d certai n product s fro m patentabilit y o r 
provided shorte r protectio n period s tha n th e 2 0 year s fo r whic h paten t 
protection wa s generall y grante d b y develope d countrie s fo r invention s relatin g 
to suc h product s a s pharmaceuticals , chemicals , fertilizers , insecticide s an d 
pesticides. They were also fearful tha t the adoption o f minimum standard s would 
lead t o increase d royalt y payment s fo r th e us e o f patente d technolog y unde r 
licence an d thu s t o highe r price s fo r th e product s s o manufactured . 

These views , however , di d no t prevai l an d pressure s fro m develope d countrie s 
ultimately resulte d i n th e negotiation s focusin g t o a  greate r exten t o n th e 
establishment o f substantiv e an d unifor m standard s providin g a  higher leve l of 
protection fo r intellectual property rights . It is important t o note in this contex t 
that th e attitud e o f bot h develope d an d developin g countrie s evolve d a s th e 
negotiations proceeded . I t wa s thu s possibl e t o reac h a  consensu s o n th e 
Agreement o n TRIP S which , inter  alia,  lay s dow n minimu m standard s fo r th e 
protection o f al l the mai n categorie s o f intellectua l propert y rights . 



240 Chapter 20-Agreement  on  Trade-Related Aspects of Intellectual Property Rights 

Box 47 
Intellectual property  rights: instruments, subject matter, fields 
of application and  related  WIPO  and  other  international 
agreements 

Types of intellectual 

property rights 

Types of instrument 

Industrial 
property 

Literary and 
artistic 
property 

Sui generis 
protection 

Patents 

Utility models 

Industrial 
designs 

Trademarks 

Geographical 
indications 

Copyrights 
and 
neighbouring 
rights 

Breeders' 
rights 

Integrated 
circuits 

Trade secrets 

Subject matter 

New, non-obvious, 
industrially applicable 
inventions 

Functional designs 

Ornamental designs 

Signs or symbols to 
distinguish the goods and 
services of one enterprise 
from those of others 

Identification of the place 
of origin of goods 
indicative of the quality 
or other characteristics 
associated with the area 

Original works of 
authorship and related 
contributions from 
performers, producers of 
sound recordings, and 
broadcasting organizations 

New, stable, 
homogenous, distinctive 
varieties 

Original layout designs 

Secret business 
information 

Main fields of 

application 

Manufacturing 

Manufacturing 

Clothing, motor 
cars, electronics, 
etc. 

All industries 

Agricultural and 
food industries, 
notably the 
sectors for wine 
and spirits 

Printing, 
entertainment 
(audio, video, 
motion pictures) 
software, 
broadcasting 

Agriculture and 
food industry 

Micro-electronics 
industry 

All industries 

Major internationa l 

agreements 

Paris Convention; Patent 
Cooperation Treaty; 
Budapest Treaty 

Paris Convention 

Hague Agreement; Paris 
Convention; Locarno 
Agreement 

Paris Convention; Madrid 
Agreement (international 
registration); Nice 
Agreement; Madrid 
Protocol (not yet in 
force); Trademark 
Law Treaty (not yet 
in force) 

Lisbon Agreement; 
Madrid Agreement (false 
indications) 

Berne Convention; 
Rome Convention; 
Geneva Convention; 
Brussels Convention; 
Universal Copyright 
Convention 

Union for the Protection 
of New Varieties of 
Plants (UPOV) 

Washington Treaty 
(not yet in force) 

Source: Carlos Braga, "Trade-Related Aspects of Intellectual Property Rights: The Uruguay Round Agreement and 
Its Economic Implications" (World Bank conference paper, 26-27 January 1995) . 

Note: With the exception of UPOV, all treaties identified above are administered by WIPO. The Washington Treaty, 
not yet in force, has also been negotiated under WIPO auspices. The Rome Convention is administered jointly by 
WIPO, ILO and UNESCO. The Universal Copyright Convention is administered by UNESCO. 

Agreement on Trade-Related Aspects of Intellectual Property Rights 

Structure 

The TRIP S Agreemen t build s o n th e mai n internationa l convention s o n 
intellectual propert y right s b y incorporatin g (b y reference ) mos t o f thei r 
provisions. I t furthe r provide s tha t countrie s ma y i n pursuanc e o f thes e 
conventions guarante e highe r protectio n tha n i s require d b y th e TRIP S 
Agreement, a s long a s i t doe s no t contraven e th e Agreement' s provisions . 
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Agreement on TRIPS, 
Articles 3 and 4 
Agreement on TRIPS, 
Article 3:footnote 

Agreement on TRIPS, 
Section 8 (Article 40) 

Agreement on TRIPS, 
Article 27 

The mai n provision s o f th e Agreemen t ca n b e divide d int o th e followin g fiv e 
groups: 

• Basi c principles an d genera l obligations . 

• Minimu m standard s o f protectio n covering : 

- Th e subjec t matte r protected , 

- Th e right s conferred , 

- Permissibl e exception s t o those rights , an d 

- Th e minimu m duratio n o f protection . 

• Anti-competitiv e practice s i n contractua l licences . 

• Domesti c procedure s an d remedie s fo r th e enforcemen t o f intellectua l 
property rights . 

• Transitiona l arrangement s fo r th e implementatio n o f th e rule s a t th e 
national level . 

Basic principles  and  general obligations 
The Agreement reaffirm s th e basi c principle o f national treatmen t embodie d i n 
the variou s intellectua l propert y righ t conventions . I n particular , i t state s tha t 
in regard to the "availability , acquisition, scope , maintenance an d enforcement " 
of intellectua l propert y right s foreign national s shal l no t be accorded treatmen t 
that i s less favourabl e tha n tha t accorde d b y a  country t o it s ow n nationals . I n 
addition countrie s ar e require d t o exten d MF N treatmen t t o foreig n national s 
by no t discriminatin g amon g them . 

Minimum standards,  including  duration of  protection 
The Agreemen t break s ne w groun d b y definin g th e mai n element s o f 
protection, th e right s t o b e conferre d an d th e minimu m ter m o f protectio n fo r 
each o f th e followin g IPRs : 

• Patents ; 

• Copyrigh t an d relate d rights ; 

• Trademarks ; 

• Industria l designs ; 

• Layout-design s o f integrate d circuits ; 

• Undisclose d information , includin g trad e secrets . 

• Geographica l indications , includin g appellatio n o f origin . 

The Agreement also has a section on the control o f anti-competitive practice s i n 
contractual licences . 

Patents 

Definition and  coverage.  Patents provid e propert y right s t o inventions. 25 Th e 
Agreement provide s tha t fo r a n inventio n t o b e registere d a s a  patent : 

• I t mus t b e new ; 
• I t mus t involv e a n inventiv e step ; an d 
• I t mus t b e capabl e o f industria l application . 

The Agreemen t furthe r stipulate s tha t countrie s shal l gran t patent s fo r 
inventions i n all  fields of technology an d fo r both : 

• Products , an d 

• Processes , includin g thos e use d i n manufacturin g products . 

25 A n 'invention ' ma y b e define d a s a  nove l ide a whic h permit s i n practic e th e solutio n o f a 
specific proble m i n a  fiel d o f technology . 
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Furthermore, patent s ar e t o b e grante d withou t discriminatio n a s t o plac e o f 
invention an d whethe r product s ar e importe d o r locall y produced . Th e onl y 
products o r processe s whic h countrie s ar e permitte d t o exclud e fro m 
patentability are : 

• Diagnostic , therapeuti c an d surgica l method s fo r th e treatmen t o f human s 
or animals ; 

• Plan t an d anima l invention s othe r tha n micro-organisms ; 

• Essentiall y biologica l processe s fo r th e productio n o f plant s an d animal s 
other tha n non-biologica l an d microbiologica l processes . 

However, wher e a  countr y exclude s plan t an d anima l invention s an d plan t 
varieties fro m patentability , i t i s expected t o protec t the m unde r a n effectiv e sui 
generis system. (Th e Lati n ter m sui  generis means 'o f it s own kind'. ) I t i s generally 
considered tha t thi s provision aim s a t encouraging countries t o use the sui generis 
system provided by the UPOV26 Conventio n o n the Protectio n o f New Varietie s 
of Plant s (describe d i n box 48) . 

Box 48 
Convention for the  Protection  of New Varieties  of Plants 
The objective  of  the  UPOV  Convention  is  to  ensure  that  the  member  States 
acknowledge the  achievements of  breeders of  plant varieties,  by  making  available to 
them exclusive property  rights on the  basis of a set  of uniform and clearly  defined 
principles. To  be eligible for protection,  varieties  have to be: 
• Distinct  from existing  commonly known varieties; 
• Sufficiently  homogenous; 
• Stable;  and 
• New  in  the sense that they  must not have been commercialized. 
Like all  intellectual  property  rights, the rights of plant breeders  are  granted for a 
limited period of time, at the  end of which the varieties protected by them pass into 
public domain. Authorization from the  holder  of the right  is not required for the  use  of 
the protected  variety in research, including  its use in breeding other new varieties. 
Note: The  convention is administered by the  International  Union for the  Protection 
of New Varieties  of Plants (UPOV).  The  1991 revision  of the Convention entered 
into force on 24 April  1998. 

The Agreemen t provide s fo r a  revie w i n 199 9 o f th e optio n t o exclud e fro m 
patentability certai n plan t an d anima l inventions . Wor k relate d t o th e revie w 
process ha s bee n initiate d b y th e Counci l fo r TRIPS . 

Rights of patent holders.  Patent s give patent owners exclusive property rights ; these 
allow them t o preven t other s fro m usin g the invention s covered . Manufacturer s 
wishing t o us e patente d invention s mus t obtai n licence s o r authorization s fro m 
the paten t owners , who normall y wil l requir e the m t o pa y royalties . 

The Agreement clarifie s thes e exclusive rights of patent owners . In particular , i t 
states tha t wher e th e subjec t o f a  paten t i s a  product , thir d person s ca n make , 
sell or import tha t produc t onl y with th e consen t o f the paten t owner . Where a 
process i s patented , thir d partie s canno t us e th e proces s withou t th e paten t 
owner's consent ; neithe r can they , without thi s consent , sel l or import product s 
directly obtaine d wit h th e patente d process . 

Agreement o n TRIPS, 
Article 27:3(b ) 

Agreement o n TRIPS, 
Article 28 

26 Internationa l Unio n fo r th e Protectio n o f Ne w Varietie s o f Plants . 
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Furthermore, the Agreement provide s tha t i n civil proceedings fo r infringemen t 
of th e paten t o n a  manufacturin g process , a n infringin g produc t shal l b e 
presumed t o have been produce d b y using the patente d proces s i f it i s identica l 
to tha t produce d b y th e patente d process . I n suc h cases , a s i t i s generall y 
difficult fo r th e paten t owne r t o gathe r evidenc e t o establis h tha t th e proces s 
has actually been used , the burde n o f proof shal l be on the defendant , i.e . he o r 
she wil l hav e t o establis h tha t th e produc t ha s bee n manufacture d wit h a 
process differen t fro m tha t covere d b y th e patent . 

Agreement on TRIPS, Compulsory  licensing. Wha t happen s i f a  patent owne r refuse s t o licens e the us e of 
Article 31 th e patente d inventio n b y demandin g unreasonabl e terms ? Th e la w i n man y 

countries provide s tha t where the patente d produc t i s not availabl e o r is available 
at exorbitan t prices , the governmen t ma y o n ground s o f public interes t authoriz e 
an interested manufacturer t o use the patent agains t payment to the patent holde r 
of a n adequat e royalty . However , th e Agreemen t lay s dow n stric t condition s fo r 
such licensin g t o ensur e tha t compulsor y licence s ar e issue d onl y i n exceptiona l 
situations an d o n a n objectiv e basis . I n particular , i t provide s tha t compulsor y 
licences may be granted only when the interested manufacture r ha s failed i n his or 
her efforts t o obtain the authorization o n reasonable terms and conditions. Box 49 
lists some of the othe r conditions which mus t b e fulfilled befor e government s ca n 
intervene an d licens e a  manufacturer t o us e patented technology . 

Agreement on TRIPS, Disclosure  of information. Although paten t owner s hav e exclusiv e propert y right s 
Article 29 ove r thei r inventions , the y canno t withhol d technica l informatio n o n thes e 

inventions. Th e legislatio n o f mos t countrie s requir e applicant s fo r patent s t o 
disclose suc h informatio n o n th e product s o r processe s t o b e patente d a s wil l 
enable technicall y qualifie d person s t o understan d an d us e i t fo r furthe r 
research o r for industria l applicatio n afte r th e expiry of the terms of the patents . 
Such informatio n ca n b e obtaine d b y an y intereste d perso n fro m th e paten t 
office, afte r payin g th e necessar y charges . 

Box 49 
Conditions prescribed in the Agreement on TRIPS for the 
compulsory licensing of patents 
(Agreement on TRIPS, Article 31) 
As a  general rule,  a compulsory licence  for the  use of a patented technology may  he 
granted by the government of the country where the patent is registered if the interested 
user (which can he the government itself or a company or private individual) has been 
unsuccessful in obtaining the licence from the  patent holder on reasonable commercial 
terms. In national emergencies, other circumstances of extreme urgency and in cases of 
public non-commercial use,  this condition does not have to be met. However,  the 
patent holder has to be informed about the use. 
The grant  of  such  compulsory  licence shall  further be  subject  to  the  following 
conditions: 
• Such  licence shall be granted for supply  predominantly to the domestic market. 
• It  shall be terminated if and when the circumstances which led to it cease to exist. 
• In  the  case  of semi-conductor  technology,  the  licence  shall  only  be  for public 

non-commercial use or to remedy adjudicated anti-competitive practices. 
• The  grant of such a licence shall be for non-exclusive  use. 
• The  patent owner  shall be paid adequate remuneration, taking  into account the 

economic value of the licence. 
• The  patent  holder  shall have  a  right  to  appeal  against the  decision to  grant 

compulsory licence or any decision relating  to the remuneration provided. 
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These provision s fo r publi c disclosur e o f informatio n balanc e tw o objective s o f 
governments i n givin g pa ten t rights . B y givin g exclusiv e rights , government s 
provide inventor s a n incentiv e fo r researc h an d a  rewar d fo r thei r inventiv e work . 
T h e exclusiv e right s als o enabl e manufacturer s t o recoup , an d profi t from , thei r 
investment o n researc h an d development . A t th e sam e t ime , b y requirin g 
inventors t o mak e a  publi c disclosur e o f informatio n o n thei r inventions , 
governments see k t o ensur e t ha t thes e invention s ar e use d fo r th e benefi t o f th e 
communi ty a t larg e an d fo r furthe r technologica l R & D . Whi l e suc h informatio n 
canno t b e employe d fo r commercia l purpose s b y other s unti l th e expir y o f th e 
patent , i t i s open t o an y university , researc h o r busines s organizatio n t o us e i t fo r 
further research . The y ma y eve n appl y fo r a  secondar y pa ten t o n th e basi s o f th e 
earlier pa ten te d invention . T h e Agreemen t clarifie s thi s b y statin g tha t th e 
legislation o f membe r countrie s "shal l requir e t ha t a n applican t fo r a  pa ten t shal l 
disclose th e inventio n i n a  manne r sufficientl y clea r an d complet e fo r th e 
invention t o b e carrie d ou t b y a  perso n skille d i n th e art" . 

Agreement on TRIPS, Copyright  and  related  rights 
Articles 9-14 

The subjec t matte r o f copyrigh t protectio n include s work s i n th e literary , 
scientific an d artisti c domain , whateve r th e mod e o r for m o f expression . Fo r a 
work t o enjo y copyrigh t protection , however , i t mus t b e a n origina l creation . 
The idea in the work does not need to be new but the form, b e it literary, artisti c 
or scientific, i n which i t is expressed must be the original creation o f the author . 

Rights comprised in copyright. Owners of copyright i n a protected work have a right 
to exclud e other s fro m usin g i t withou t thei r authorization . Th e right s o f 
copyright owner s ar e therefor e ofte n describe d a s exclusiv e right s t o authoriz e 
others t o us e th e protecte d work . Authorizatio n fro m copyrigh t owner s i s 
usually require d i n th e followin g situations : 

• Reproductio n rights : copying an d reproducin g th e work ; 

• Performin g rights : performing th e wor k i n publi c (e.g . play o r concert) ; 

• Recordin g rights: making a sound recordin g of the work (e.g . phonograms o r 
sound recording s i n th e technica l languag e o f copyrigh t law) ; 

• Motio n pictur e rights : makin g a  motio n pictur e (ofte n calle d cinema -
tographic wor k i n technica l language) ; 

• Broadcastin g rights : broadcasting th e wor k b y radi o o r television ; 

• Translatio n an d adaptatio n rights : translating an d adaptin g th e work . 

In additio n t o thes e exclusiv e right s o f a n economi c character , copyrigh t law s 
provide origina l author s mora l rights . Thes e right s enabl e authors , eve n afte r 
they hav e transferre d thei r economi c rights , t o clai m authorshi p o f th e wor k 
and t o objec t t o an y distortio n o r othe r derogator y actio n i n relatio n t o th e 
work which woul d b e prejudicia l t o thei r reputatio n o r honour . 

Related rights. Literary and artisti c works are created i n order to be disseminate d 
among the public . This canno t alway s be done by the author s themselves , fo r i t 
often require s intermediarie s who use their professiona l skill s to give the work s 
appropriate form s o f presentatio n t o mak e the m accessibl e t o a  wide public . 

In additio n t o protectin g th e right s o f author s o f works , i t i s therefor e als o 
necessary t o protec t th e right s of : 

• Performin g artist s i n relatio n t o thei r performance ; 

• Producer s o f phonograms i n relatio n t o thei r phonograms ; an d 

• Broadcastin g organization s i n relatio n t o thei r radi o an d televisio n 
programmes. 
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These related right s of performing artists , record producers and broadcasters ar e 
also calle d neighbourin g right s becaus e the y hav e develope d i n paralle l t o 
copyright an d th e exercis e o f thes e right s i s ofte n linke d wit h th e exercis e o f 
copyright. Copyrigh t law s frequentl y dea l als o with neighbourin g rights . 

Provisions of  the  TRIPS  Agreement.  Th e mai n provision s o n copyrigh t an d 
neighbouring right s ar e containe d i n th e Bern e Convention . Th e TRIP S 
Agreement clarifie s an d add s t o th e Convention' s provision s on : 

• Compute r programme s an d databases ; 

• Renta l right s t o compute r programmes , soun d recording s an d films ; 

• Right s o f performer s an d producer s o f phonograms ; an d 

• Right s o f broadcastin g organizations . 

Box 50 summarize s th e Agreement' s provisions . 

Box 50 
Copyright provisions in the Agreement on TRIPS 
Computer programmes  (Article  10).  The  Agreement  provides  that  computer 
programmes should he  considered  literary works  and  protected  under national 
copyright laws. 
Rental rights  (Article  11). The  Agreement  requires countries to  provide authors of 
computer programmes, sound  recordings  and  cinematographic  films "the  right  to 
authorize or to prohibit the commercial rentar  of  their copyright works.  A  member 
country "shall  be excepted from this  obligation in  respect  of  cinematographic works 
unless such rental has led  to  widespread copying of such works... materially impairing 
the exclusive right of reproduction conferred on ... authors". 

Protection of  performers, producers  of  phonograms (sound  recordings)  and 
broadcasting organizations. 
Performers (Article  14).  The  Agreement provides that performers  shall  have,  "in 
respect of a fixation of  their performance on a phonogram", the right to prevent the 
reproduction of such fixation. They shall also have a right to prevent "broadcasting by 
wireless means and the communication to the public of their live performance" without 
their authorization. 
Producers. Phonogram  producers shall  have the  right to authorize or prohibit the 
direct or indirect reproduction of  their phonograms. 
Broadcasting organizations. These  organizations shall have the right to prohibit the 
following acts from being  carried out without their authorization: 
• Fixation; 
• Reproduction  of fixations; 
• Rebroadcasting  by wireless or communication on television of their broadcasts. 
See box 52  for provisions  on periods of duration. 

Trademarks 

A trademar k i s a  sig n whic h serve s t o distinguis h th e good s o r service s o f a n 
industrial o r commercial enterpris e fro m thos e o f other enterprises . Suc h a  sign 
may consis t o f on e o r mor e distinctiv e words , letters , names , numerals , 
figurative element s an d combinatio n o f colours . Suc h a  sign ma y combin e an y 
of th e above-mentione d elements . A s th e basi c purpos e o f a  trademar k i s t o 
distinguish, th e law s o f mos t countrie s provid e tha t an y mar k t o b e protecte d 
must b e distinctive . 

Agreement on TRIPS, 
Articles 15-2 1 
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Agreement on TRIPS, 
Article 15 

Agreement on TRIPS, 
Article 16 

Agreement on TRIPS, 
Article 20 

Agreement on TRIPS, 
Article 21 

Agreement on TRIPS, 
Article 19 

Purpose served by trademarks.  Trademark s serv e a  twofol d purpose . The y hel p 
their owners sel l and promote thei r products by stimulating brand loyalty . The y 
serve consumer s b y assistin g the m i n makin g a  choic e amon g severa l 
possibilities an d b y encouraging trademar k owner s t o maintai n o r improv e th e 
quality o f th e product s sol d unde r thei r trademarks . 

Although i n som e countrie s an d i n som e situation s th e righ t t o th e exclusiv e 
exploitation o f a  trademark ma y b e obtaine d b y it s extende d us e i n commerc e 
and without registration , i t i s generally necessary fo r effectiv e protectio n tha t a 
trademark i s registered i n a  government offic e (usuall y th e offic e whic h grant s 
patents). Applicant s wishin g t o registe r a  trademar k ar e require d t o stat e th e 
nature o f the goods in respec t o f which a  mark i s to be registered. The rational e 
for thi s rul e i s that registrant s o f trademark s shoul d b e abl e t o us e th e sign s i n 
question onl y fo r th e good s s o stated . However , i n practice , th e preventio n o f 
the use of trademarks fo r other goods or services i s contingent o n the likelihoo d 
of th e consume r confusin g the m wit h registere d marks . Thi s i s teste d o n th e 
basis o f th e similarit y o f th e good s o r th e reputatio n o f th e mark . 

International rules  on the use of trademarks. Internationa l rule s o n trademark s ar e 
contained i n th e Pari s Convention . Th e Agreemen t o n TRIP S complement s 
these rule s i n th e followin g areas : 

• Definitio n o f 'trademark' . 

• Exclusiv e right s o f trademark owners . 

• Prohibitio n o f th e impositio n o f specia l requirement s fo r th e us e o f 
trademarks. 

• Licensin g an d assignmen t o f trademarks . 

• Cancellatio n o f trademarks . 

Definition of  'trademark''.  The Agreemen t provide s tha t sign s o r combinations o f 
signs capabl e o f distinguishin g th e good s o r service s o f on e undertakin g fro m 
those o f othe r undertaking s ca n b e registere d a s trademarks . Thes e includ e 
names, letters , numbers , figurativ e element s o r combination s o f colours . A 
country ma y provide tha t a  mark tha t ha s been i n use fo r a  period i s eligible fo r 
registration. 

Exclusive rights. Th e owner s o f registere d trademark s hav e exclusiv e right s t o 
prevent thir d partie s fro m usin g o n identica l o r simila r good s sign s tha t ar e 
similar t o thos e i n respec t o f which th e trademar k i s registered wher e suc h us e 
would caus e confusion . Whe n a n identica l trademar k i s use d o n good s an d 
services tha t ar e identical , " a likelihood o f confusio n shal l b e presumed. " 

Special requirements. The Agreement urge s countries no t t o impos e o n th e us e of 
trademarks specia l requirement s which , fo r example , woul d b e detrimenta l t o 
their capacit y "t o distinguis h th e good s o r service s o f on e undertakin g fro m 
those o f othe r undertakings. " I t als o oblige s countrie s t o discontinu e th e 
practice o f permitting th e us e o f foreign trademark s onl y i f these ar e combine d 
with anothe r trademark , suc h a s one o f a  national origin . 

Licensing and assignment  of trademarks. The Agreemen t leave s membe r countrie s 
free t o determin e th e "condition s o n th e licensin g an d assignmen t o f 
trademarks". However , i t state s tha t th e owner s shoul d no t b e compelle d t o 
grant licences fo r the use of trademarks. Moreover , owner s "shal l have the righ t 
to assig n a  trademark with o r without th e transfe r o f the busines s t o which th e 
trademark belongs. " 

Cancellation of  trademarks.  Th e protectio n grante d t o th e proprieto r o f a 
registered mar k i s base d o n th e assumptio n tha t h e o r sh e wil l us e i t i n 
commerce. The law s of most countrie s provid e fo r cancellation o f the mar k i f i t 
is no t use d ove r a  certai n period . Th e law s o f mos t countrie s provid e fo r th e 
cancellation o f marks that are not being used as the number o f marks being file d 
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for registratio n ever y year i s rising at spectacula r rates . In fact , th e proliferatio n 
of mark s an d thei r increasin g us e i n commerc e ha s le d t o a  rea l deart h o f 
symbols o r trademark s availabl e fo r adoptio n an d us e b y ne w applicants . 
Human ingenuit y i n evolvin g ne w signs , b y combinin g letters , number s o r 
pictures, i s after al l no t withou t limits . 

The TRIP S Agreemen t lay s dow n certai n guideline s whic h registratio n 
authorities ar e expected t o follo w i n cancelling trademarks becaus e o f non-use . 
It provide s tha t a  registere d trademar k ca n b e cancelle d "onl y afte r a n 
uninterrupted perio d o f a t leas t thre e year s o f non-use" . I n takin g suc h 
decisions, adequat e weigh t shoul d b e give n t o th e circumstance s beyon d th e 
control o f the foreig n trademar k owner , suc h a s import restriction s impose d b y 
governments o n th e impor t o f product s carryin g a  trademark . Moreover , use , 
for example by licensees, should be recognized a s use by the owner of the mark . 

Agreement on TRIPS, 
Articles 25-2 6 

Agreement on TRIPS, 
Article 25 

Agreement on TRIPS, 
Article 25 

Agreement on TRIPS, 
Articles 22-2 4 
Agreement on TRIPS, 
Article 22 

Industrial designs 

Not al l countrie s currentl y protec t industria l designs , whic h cove r th e 
ornamental feature s o f product s includin g shapes , lines , motif s an d colours . 
Industrial design s ar e protecte d mainl y i n consume r articles , o f which textiles , 
leather an d leathe r products , an d moto r car s ar e examples . 

The TRIP S Agreemen t impose s a n obligatio n o n it s membe r countrie s t o 
protect industria l design s tha t are : 

• New , o r 

• Original . 

The design s thu s nee d t o b e eithe r nove l o r origina l t o qualif y fo r protection. 27 

The owne r of the protected desig n ha s exclusive right to it s use and can preven t 
third partie s who hav e no t obtaine d hi s or her consent fro m "making , sellin g or 
importing article s bearin g o r embodyin g a  desig n whic h i s a  copy , o r 
substantially a  copy, o f the protecte d design" . 

The Agreemen t ha s a  specia l provisio n t o tak e int o accoun t th e shor t lif e cycl e 
and th e shee r number o f new designs i n the textil e sector . I t provides tha t "an y 
cost, examinatio n o r publication " mus t no t "unreasonabl y impai r th e 
opportunity t o see k o r obtai n suc h protection. " 

Geographical indications 

Geographical indication s ai m a t informin g th e consume r tha t a  goo d ha s th e 
quality, reputatio n o r othe r characteristi c "essentiall y attributabl e t o it s 
geographical origin" . Th e Agreemen t provide s tha t membe r countrie s shoul d 
adopt "lega l means " t o preven t "th e us e o f an y mean s i n th e designatio n o r 
presentation tha t indicate s o r suggests tha t th e good i n question originate s i n a 
geographical area other than the true place of origin in a manner which mislead s 
the publi c a s to th e geographica l origi n o f the good" . 

The mos t commo n exampl e o f ho w geographica l indication s ca n mislea d th e 
public i s provide d b y 'Champagne ' whic h i s no t a  trademar k bu t a  regio n i n 
France. I n principl e i t i s no t permissibl e t o cal l win e produce d elsewher e (i n 
Argentina o r th e Unite d States , fo r example ) 'Champagne ' eve n thoug h th e 
producing countr y ma y regar d th e win e a s comparable t o Frenc h champagne . 

27 I n th e Urugua y Roun d negotiations , som e countrie s ha d propose d tha t propert y right s fo r 
industrial designs should be granted only if they were "new and original". The application of 
such a cumulative principle was not, however, favoured b y a number of countries, which fel t 
that the application of the principle would make it difficult t o obtain protection for industrial 
designs. 
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Since th e Agreemen t doe s no t la y dow n th e m e t h o d b y whic h thes e indicat ion s 
should b e protected , ther e ar e wid e var iat ion s i n th e wa y law s dea l wi t h them . 
Whi l e som e countr ie s hav e specifi c geographica l indicat io n laws , other s us e 
t r ademark law , consume r pro tec t io n law , marke t in g law , c o m m o n la w o r a 
combina t ion o f these . 

The product s t o whic h thes e law s appl y i n develope d countrie s ar e 
predominant ly wine s an d spirits . Ther e ar e howeve r a  fe w exceptions . Uni te d 
States la w fo r instanc e prevent s th e applicatio n o f th e geographica l indicatio n 
' Idaho ' t o pota toe s an d onions , an d 'Rea l Californi a cheese ' t o chees e no t 
produced i n th e region . 

Agreement on TRIPS, T h e Agreemen t ha s specia l provision s a imin g a t acceptanc e o f greate r disciplin e 
Article 23 b y countr ie s i n t h e us e o f geographica l indicat ion s o n win e a n d spirits . I n 

particular, i t provide s t h a t in teres te d part ie s m u s t adop t lega l mean s t o preven t 
the incorrec t us e o f a  geographical indicat io n o n produc t s n o t originatin g i n th e 
place s o indicated . Thi s applie s eve n w h e n th e publi c i s n o t bein g misled . 

Other intellectual  property  rights 

The provision s o f th e Agreemen t o n layout-design s o f integrate d circuit s an d 
undisclosed informatio n ar e briefl y note d i n bo x 51. 

Box 51 
Other intellectual property rights 
(Agreement on TRIPS, Articles  35-39) 

Layout-designs of  integrated  circuits  (Articles  35  to  38).  Except  when  it  provides 
otherwise, the  Agreement requires  countries to  protect the  layout-designs  of  integrated 
circuits in  accordance  with  the  Treaty  on  Intellectual  Property  in  Respect  of 
Integrated Circuits,  adopted  in  Washington  in  1989.  Additional  provisions 
stipulate, inter  alia,  that  importing  or  selling  articles  incorporating  a  protected 
integrated circuit  without  authorization  from  the  right  holder  shall  he  considered 
unlawful. However,  acquisition  of  an  article  by  persons  who  do  not  know  that  it 
incorporates an  unlawfully  reproduced  layout-design  does  not constitute  an  unlawful 
act. "Innocent  infringers"  may  sell  or  dispose  of  stock  acquired  before  they  became 
aware that  the  use  of the  layout-design  is  unlawful;  however,  they  shall  be  liable  to 
pay the  right  holder  a  reasonable  royalty.  Another  provision  of  the  Agreement 
prohibits compulsory  licensing  of  the  protected  right except  in  cases  of  public 
non-commercial use  or to remedy practices  determined by  a  judicial or  administrative 
process to be anti-competition. 

Undisclosed information  (Article  39).  The  TRIPS  Agreement  carries  provisions 
which, for the  first time  in  public  international  law,  explicitly  require  undisclosed 
information -  trade  secrets  or know-how -  to  benefit from protection.  The  protection 
applies to  information  that  is  secret,  that  has  commercial  value  because  it  is  secret, 
and that  has  been  subject to  reasonable steps to  keep it secret. The Agreement does  not 
demand that  undisclosed  information  should  be  treated  as  a  form of  property, but  it 
does stipulate  that  a  person  lawfully  in  control  of  such  information  must  have  the 
possibility of  preventing  it  from being  disclosed  to,  acquired  by,  or  used  by  others 
without his  or  her  consent  in  a  manner  contrary  to  honest  commercial  practices. 
Furthermore, the  Agreement has  provisions  on  undisclosed  test  data  and  other  data 
whose submission  is  required  by  governments  "as  a  condition  of  approving  the 
marketing of  pharmaceutical  or  of  agricultural  chemical  products".  Member 
governments must  protect  such  data  against  unfair  commercial  use. 

Duration of  intellectual property  rights 

Intellectual propert y right s (othe r tha n trademarks , geographica l indication s 
and undisclose d information ) ar e limited i n duration . Currently , th e minimu m 
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periods o f protection var y from countr y t o country . Th e Agreement establishe s 
minimum regulator y period s fo r th e differen t propert y rights . These ar e set ou t 
in bo x 52 . 

Box 52 
Minimum periods  of  protection for  intellectual  property  rights 
(Agreement on TRIPS, various Articles) 

Patents 

Copyright 

20 years from the  date of  filing of  the application for a 
patent (Article  33). 

Life of the author  plus 50 years. 

Cinematographic work:  50  years after  the work has been 
made available to the public or, if  not made available, after 
the making of such work. 

Photographic work or works of applied art: 25 years after 
the making of the work. 

Performers and  producers  of  phonograms: 50  years from 
the end  of  the  calendar  year in  which  the  fixation 
(phonogram) was  made  or  the  performance  took place 
(Article 14:5). 

Broadcasting: 20 years from the end  of the calendar  year in 
which the  broadcast  took place (Article 14:5). 

7 years  from initial  registration  and each  renewal  of 
registration; registration  is  renewable  indefinitely 
(Article 18). 

At least  10 years (Article  26:3). 

10 years from the date  of registration or,  where  registration 
is not required, 10  years from the  date of first exploitation 
(Article 38:2 and  3). 

IPR owners  lose  their  rights when the duration of protection expires.  From  then on 
patents, copyright, industrial  designs and other property rights can be  exploited by any 
member of the public  without having to obtain authorization from any right holder. 

Trademarks 

Industrial designs 

Layout-designs 
of integrated circuits 

Agreement on TRIPS, 
Articles 42-61 

Restrictive practices 

To ensur e tha t improve d an d increase d protectio n o f IPR s doe s no t adversel y 
affect th e transfe r o f technolog y o n reasonabl e commercia l terms , th e 
Agreement provide s tha t countrie s ma y adop t appropriat e measures , includin g 
legislation, t o preven t intellectua l propert y holder s from : 

• Abusin g thei r rights , 

• Adoptin g practice s tha t unreasonabl y restrai n trad e o r adversel y affec t th e 
transfer o f technology . 

Enforcement provisions 
One featur e o f th e TRIP S Agreemen t whic h distinguishe s i t fro m th e WIP O 
conventions i s the emphasi s i t lays on enforcemen t b y it s member countrie s o f 
its standard s an d rules . Toward s thi s end , th e Agreemen t prescribe s th e 
institutional mechanism , procedures and remedies that countries should adopt : 

• T o enabl e IP R holder s t o obtai n redres s unde r civi l law ; 

• Fo r th e prosecutio n o f counterfeiter s an d pirate s unde r crimina l law ; 
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• Fo r providin g provisiona l relief ; an d 

• T o preven t releas e b y custom s authoritie s o f counterfeit , pirate d an d othe r 
goods tha t infring e IPRs . 

Civil remedies 

The Agreemen t state s tha t nationa l court s shal l b e abl e "t o orde r promp t an d 
effective provisiona l measures " t o preserv e evidenc e i n regar d t o allege d 
infringement o f intellectua l propert y rights , an d t o preven t a n infringemen t 
from occurring , inter  alia,  b y preventin g th e entr y o f importe d good s int o th e 
channels o f commerc e i n thei r jurisdiction . Wher e infringemen t o f IPR s ha s 
been established , th e court s shal l hav e th e authorit y t o orde r th e infringe r t o 
pay t o th e righ t holde r damage s t o compensat e fo r th e injury . I n addition , i n 
order t o creat e a n effectiv e deterrent , th e court s ar e authorize d t o orde r th e 
destruction o f th e infringin g good s s o tha t the y d o no t ente r commercia l 
channels. 

Criminal proceedings 

The Agreemen t furthe r call s o n countrie s t o se e that , wher e ther e i s "wilfu l 
trademark counterfeitin g o r copyrigh t pirac y o n a  commercia l scale" , th e 
infringer i s prosecuted unde r crimina l la w and imprisone d o r fined t o an exten t 
sufficient t o provid e a  deterrent . 

Provisional measures 

Since in both civi l and crimina l proceedings , the judicia l procedure s ma y take a 
fair amount o f time, the Agreement provide s that judicia l authorities mus t hav e 
the authorit y t o orde r promp t an d effectiv e provisiona l measures . Suc h 
measures shoul d b e taken : 

• T o preven t infringemen t fro m occurring , an d 

• T o preven t infringin g good s fro m enterin g commercia l channels . 

Prevention of  release of infringing goods by customs  authorities 

Member countrie s ar e furthe r require d t o adop t procedure s unde r whic h 
holders o f intellectua l propert y wh o hav e ground s fo r suspectin g that : 

- Counterfei t good s infringin g o n thei r trademarks , o r 

- Pirate d good s infringin g o n thei r copyrigh t 

are likel y t o b e importe d coul d reques t Custom s no t t o releas e th e goods . 
Countries hav e the optio n t o prescribe procedure s fo r th e suspensio n o f releas e 
from Custom s o f product s tha t infring e o n patent s an d othe r IPRs . 

Transitional periods 

The nationa l legislatio n o f a  numbe r o f countries , particularl y developin g an d 
least develope d countries , d o no t a t presen t confor m t o th e provision s o f th e 
TRIPS Agreemen t describe d above . Fo r instance , i n th e are a o f patents , whil e 
the Agreement require s tha t a s a  rule patent s shoul d b e given fo r invention s i n 
all field s o f technology , som e countrie s exclud e fro m patentabilit y chemicals , 
food an d foo d products . Th e duratio n fo r whic h patent s ar e grante d fo r 
inventions relatin g t o fertilizers , insecticide s an d pharmaceutical s i s als o muc h 
shorter i n som e countrie s tha n th e 2 0 year s provide d fo r b y th e Agreement . 
Furthermore, i n regard to pharmaceuticals, som e countries grant protection onl y 
to processes and no t to products. In the area of copyright, many countries do no t 
treat compute r programme s a s eligible fo r protection . A number o f countries d o 
not provid e protectio n fo r industria l designs . 

Agreement on TRIPS, 
Article 61 

Agreement on TRIPS, 
Article 50 

Agreement on TRIPS, 
Article 51 

Agreement on TRIPS, 
Articles 65-66 
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To enabl e industr y an d trad e i n thes e countrie s t o prepar e themselve s fo r th e 
changes require d b y th e Agreemen t o n TRIPS , membe r countrie s hav e bee n 
given th e followin g transitiona l period s withi n whic h t o brin g thei r nationa l 
legislation and regulations in conformity with the provisions of the Agreement : 

• Develope d countries : on e year , i.e . u p t o 1  January 1996 . Thi s perio d ha s 
already expired . 

• Developin g countries : fiv e years , i.e . up t o 1  January 2000 . 

• Transitio n economies : five years, i.e. up to 1  January 2000, i f they are facin g 
problems i n reformin g thei r intellectua l propert y law . 

• Leas t develope d countries : 1 1 years, i.e . up t o 1  January 2006 . 

'Mail-box' obligations 

In addition , developin g countrie s tha t a t presen t provid e paten t protectio n t o 
processes an d no t t o product s i n a  given are a o f technology, fo r exampl e i n th e 

Agreement on TRIPS, pharmaceut ica l a n d agricultura l chemica l sectors , ca n dela y u p t o 1  Januar y 
Article 65.4 200 5 th e applicatio n o f th e obligatio n t o protec t products . 

Agreement on TRIPS, Thi s flexibility  availabl e t o developin g countr ie s i s subjec t t o a n impor t an t 
Article 70.8 condition . Th e countr y concerne d mus t hav e establishe d fro m th e dat e th e 

Agreement cam e int o forc e (i.e . o n 1  Januar y 1995 ) a  mechanis m (th e 
'mail-box') fo r receivin g application s fo r patent s fro m domesti c an d foreig n 
inventors. These application s nee d no t b e examine d fo r patentabilit y unti l th e 
country start s applyin g produc t paten t protectio n i n th e pharmaceutica l an d 
agricultural chemica l sectors , i.e . a t th e en d o f th e 10-yea r transitio n perio d 
(1 January 2005) . 

Most new pharmaceutical an d agricultura l chemica l products may , however, b e 
sold onl y afte r th e producin g compan y ha s bee n abl e t o obtai n authorizatio n 
from th e regulatory authorities t o market them. Suc h authorization i s generally 
granted afte r th e regulator y authoritie s hav e satisfie d themselves , o n th e basi s 
of results of tests carried ou t by the company requesting authorization, tha t th e 
product wil l no t hav e harmfu l effect s o n huma n an d anima l health , plan t lif e 
and the environment. The Agreement provides that i f the regulatory authoritie s 
grant marketin g authorizatio n t o th e producer s whic h hav e file d application s 
for patentin g a  pharmaceutica l o r agricultura l chemica l produc t unde r th e 
'mail-box' arrangement , the y mus t giv e thes e producer s th e exclusiv e righ t t o 

Agreement on TRIPS, marke t tha t produc t fo r a  perio d o f fiv e years , o r unti l th e paten t i s granted , 
Article 70.9 whicheve r i s shorter . 

Agreement on TRIPS, Stand-still  provision 
Article 65.5 

During th e transitio n periods , membe r countrie s ar e require d no t t o tak e an y 
measures tha t will result in a  lower level of protection t o IPRs than tha t alread y 
existing i n thei r territories . Thi s i s referre d t o a s th e 'stand-still ' o r th e 
'non-backsliding' clause . Al l countrie s ar e unde r a n obligatio n t o appl y MF N 
and nationa l treatmen t rule s fro m 1  January 1996 . 

Business implications 

The TRIP S Agreemen t will , t o a  larg e extent , hav e a  harmonizin g effec t o n 
standards fo r th e protectio n o f intellectua l propert y right s throughou t th e 
world. Wit h th e exceptio n o f obligation s i n regar d t o pharmaceutica l an d 
agricultural chemica l products , harmonizatio n ca n b e expecte d b y 200 0 whe n 
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the transitio n perio d fo r th e implementatio n o f th e Agreemen t b y bot h 
developing an d transitio n economie s come s t o a n end . Th e emphasi s o f th e 
Agreement o n enforcemen t wil l resul t i n stricte r applicatio n a t th e nationa l 
level of intellectual property rights both i n domestic markets and a t the border . 

Challenges 

For th e busines s perso n fro m developin g an d transitio n economies , th e 
Agreement offer s bot h challenges and advantages . The challenges arise from th e 
three factor s discusse d below . 

Obligations to  change IPR systems 
First, the Agreement will require significant change s in the IPR regimes of man y 
developing countries . Modification s wil l b e require d i n th e larg e numbe r o f 
countries which provide terms of patent protectio n tha t ar e shorter than th e 2 0 
years set out in the Agreement, allow exceptions to the 20-year term or stipulat e 
another duration . Compute r program s mus t b e protecte d unde r copyrigh t a s 
literary works . A  larg e numbe r o f developin g Member s (an d tw o develope d 
Members) di d no t hav e an y typ e o f protectio n fo r compute r softwar e i n Apri l 
1994 an d a  few countrie s provide d protectio n throug h lega l instrument s othe r 
than copyrigh t law . 

Despite thes e difficulties , i t i s expecte d tha t a  larg e numbe r o f developin g 
countries wil l hav e modifie d thei r law s t o brin g the m i n conformit y wit h th e 
provisions o f th e Agreemen t b y 1  January 2000 , whe n th e transitio n perio d 
provided t o the m fo r th e implementatio n o f th e Agreement come s t o a n end . 

They have , however , u p t o 1  January 200 5 t o implemen t provision s o n th e 
patenting o f pharmaceutical s an d agricultura l chemica l products . Mos t 
developing countries hav e by now established, a s required b y the Agreement, a 
'mail box ' fo r receivin g application s fo r patent s i n thes e produc t sectors . 

It wil l b e necessar y fo r th e busines s communit y t o prepar e itsel f fo r thes e 
changes. 

Difficulties in  using reverse engineering 

Second, stronge r protectio n wil l mak e i t mor e difficul t fo r industrie s i n 
developing countrie s t o us e throug h revers e engineerin g an d othe r mean s th e 
technology develope d b y foreig n companie s an d fo r whic h th e latte r hol d 
patent rights . In th e past , revers e engineerin g ha d bee n a n importan t sourc e o f 
technology particularly fo r SMEs . With th e implementatio n o f the Agreement , 
companies wit h registere d paten t right s ca n b e expecte d t o b e mor e vigilan t 
about ensurin g tha t thei r patente d technolog y i s not use d withou t paymen t o f 
royalty. 

Issues relating to  'traditional  knowledge' 
Third, recen t year s hav e witnesse d phenomena l progres s i n researc h i n 
biotechnology an d geneti c engineering . I n som e cases , the resultin g invention s 
are base d o n th e generi c resource s availabl e onl y i n th e tropics , i.e . mainl y i n 
developing countries . 

Some environmenta l group s hav e complained tha t althoug h compan y researc h 
into genetic resources has drawn o n th e traditiona l knowledg e o f indigenous o r 
local communities , thes e communitie s d o no t benefi t fro m th e patent s o n th e 
resulting inventions . Fo r centuries , part s o f plants (roots , barks, leaves, flowers 
and fruits ) hav e bee n use d i n developin g countrie s t o reliev e pai n an d trea t 
infections an d othe r complaints . The y hav e als o bee n use d a s insecticide s an d 
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herbicides. Loca l knowledge o f these varied uses , while i t is not recorde d i n an y 
book o r document , i s par t o f th e communa l heritage . Thi s knowledg e o f th e 
food-giving capacitie s of plants as well as their life-support qualitie s is passed o n 
from mout h t o mout h an d fro m on e generatio n t o another . 

The issu e o f acknowledgin g an d rewardin g th e contributio n o f indigenou s an d 
local communitie s whos e traditiona l knowledg e i s used i n patented invention s 
is bein g discusse d a t th e internationa l level . Th e Foo d an d Agricultur e 
Organization o f th e Unite d Nation s (FAO) , fo r instance , ha s develope d th e 
concept o f farmers ' rights , i.e . "right s arisin g fro m th e past , presen t an d futur e 
contribution o f farmer s i n conserving , improvin g an d makin g availabl e plan t 
genetic resources. " Th e Conventio n o n Biologica l Diversit y addresse s th e 
question o f how countries where genetic resources are located can participate i n 
biotechnological researc h activitie s an d share , on mutuall y agree d terms, in th e 
fruit o f suc h research . 

It i s importan t t o not e tha t althoug h th e TRIP S Agreemen t i s silen t o n th e 
question o f th e participatio n o f countrie s an d communitie s i n th e benefit s 
arising fro m researc h int o th e geneti c resource s originatin g i n thei r territories , 
there i s nothing i n the Agreement tha t blocks such countries fro m enterin g int o 
contractual arrangement s requirin g companie s t o pa y the m fee s fo r researc h 
and royaltie s fro m an y resultin g patente d invention . 

The advantages 

The challenges which the factor s an d developments describe d above pose to th e 
business communit y hav e t o b e weighe d agains t th e favourabl e impac t whic h 
IPR rule s coul d hav e on : 

• Th e encouragemen t o f creativit y an d innovation ; 

• Th e transfe r o f technolog y o n commercia l term s t o busines s enterprise s i n 
developing countries ; 

• Th e protectio n o f consumer s b y controllin g th e trad e i n counterfei t goods ; 
and 

• Bot h th e expor t an d th e impor t trade . 

These aspect s ar e take n u p i n greate r detai l i n th e paragraph s tha t follow . 

Encouraging creative and innovative work 
More effectiv e protectio n o f IPR s suc h a s copyright , patent s an d industria l 
designs will , by rewardin g intellectua l work , encourag e innovativ e an d creativ e 
work i n developin g countries . A s ha s bee n noted , th e rule s o n patents , fo r 
instance, see k to maintai n a  balance betwee n th e nee d t o protec t th e right s o f 
patent holders and the need o f industries an d societ y as a whole to benefit fro m 
new and improve d knowledge . The Agreement call s on it s member countrie s t o 
enforce strictl y th e provision s requirin g paten t applicant s t o disclos e th e 
technical informatio n tha t wil l enabl e technicall y qualifie d person s t o 
reconstruct th e inventions . Access to suc h informatio n wil l make i t possible fo r 
the industria l sector , particularl y i n th e mor e advance d an d othe r countrie s 
with a  sufficient numbe r o f technically qualified persons , to utilize i t for furthe r 
research an d t o develo p processe s o r product s tha t diffe r fro m thos e patented . 
This stimulatio n o f the inventiv e proces s will certainly benefi t th e countr y a s a 
whole.28 

28 The  Outcome of the Uruguay Round: An Initial Assessment (United Nations publication, Sales No. 
E.94.II.D.28), pp. 196-203 . 
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Transfer of  technology on commercial terms 
Increased protectio n o f IPR s wil l greatl y facilitat e attempt s b y companie s i n 
developing countrie s t o ente r int o join t venture s an d othe r collaboratio n 
arrangements fo r th e transfe r o f technolog y o n commercia l terms . Ther e i s 
increasing evidenc e t o sho w tha t IP R protectio n i n hos t countrie s i s a n 
important facto r i n decision s o f companie s i n develope d countrie s t o inves t i n 
developing countries . I t certainl y play s a  majo r rol e i n investmen t decision s i n 
the chemica l an d pharmaceutica l industries . Recen t studie s indicat e tha t i t i s 
also a significant variable in other industries, 29 particularly those manufacturin g 
products tha t ar e imitatio n pron e (e.g . electronic an d compute r products) . 

Increased protection t o IPRs will encourage foreig n partner s i n joint ventures t o 
undertake greate r researc h an d developmen t wor k i n th e hos t developin g 
country. A t presen t mos t researc h wor k i s undertaken i n thei r ow n countries . 
Such a  developmen t wil l enabl e loca l partner s t o influenc e t o a  greate r exten t 
both th e conten t an d th e prioritie s o f researc h work . 

On balance , therefore, i t can be argued that , ove r the medium an d lon g term, I P 
protection a s envisage d i n th e Agreemen t wil l hav e positiv e effect s o n th e 
growth o f th e inventiv e proces s i n developin g countries . I n th e shor t term , 
however, a s som e studie s show , improve d protectio n ma y forc e industrie s i n 
certain sector s suc h a s pharmaceutical s an d chemical s t o pa y highe r price s fo r 
acquiring patente d technology. 30 

Impact on  the trade in  counterfeit goods 
The emphasi s o f th e Agreemen t o n th e enforcemen t o f it s provision s i s als o 
expected t o hel p brin g unde r contro l productio n of , an d trad e in , counterfei t 
and pirate d goods . I n th e comin g year s th e WT O consultatio n an d disput e 
settlement mechanis m wil l pu t increasin g pressur e t o bea r o n countrie s wit h a 
significant outpu t o f such goods to improve the enforcement o f their trademar k 
and copyrigh t laws . I t i s als o i n th e long-ter m interes t o f domesti c industrie s 
and consumer s t o se e tha t thes e law s ar e enforced . 

The occurrenc e o f counterfeitin g i s frequentl y du e t o th e fac t tha t smal l 
enterprises ar e no t full y awar e o f th e lega l implication s o f usin g trademark s 
without authorizatio n fro m thei r owners . There i s some evidenc e t o sho w tha t 
pirates an d counterfeiter s ar e ofte n abl e t o switc h t o legitimat e activitie s onc e 
the lega l environmen t changes. 31 

Counterfeiting als o adversel y affect s th e expor t interest s o f smal l domesti c 
producers who produce under licence for manufacturers i n outside countries . I n 
recent years, a  number o f manufacturers marketin g product s unde r thei r bran d 
names hav e ha d eithe r th e produc t itsel f o r part s o f i t produce d b y SME s i n 
developing countrie s t o tak e advantag e o f lowe r productio n costs . Thes e 
manufacturers ar e mor e willing , a s th e cas e cite d i n bo x 5 3 indicates , t o ente r 
into suc h arrangement s wit h countrie s wher e IPR s ar e effectivel y protected . 

Relevance to  the export and import  trade 
Business enterprise s wil l hav e t o bea r i n min d th e provision s o f th e TRIP S 
Agreement i n planning their sale s strategies for foreign markets . In particular, i t 
will b e necessar y fo r the m t o examin e whethe r th e processe s the y us e i n 
manufacturing th e produc t o r an y o f it s input s ar e subjec t t o a  patent o r othe r 

29 Carlo s Braga , "Trade-Relate d Aspect s o f Intellectua l Propert y Rights : Th e Urugua y Roun d 
Agreement an d It s Economi c Implications " (Worl d Ban k conferenc e paper , 26-2 7 Januar y 
1995). 

30 The  Outcome of the Uruguay Round..., pp . 19 6 -  203. 
31 Ibid,  p. 48 . 
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Box 53 
Importance of  the  enforcement  of  IPR s to  production  under  licence: 
a cautionary  tale 

A large  importer of carpets in a developed country (country A) was  importing carpets 
from small  manufacturers in  a least  developed country (country B) which  had  long 
traditions of such artisanal work. The  ornamental design and motifs were provided 
by the importer. In  order to prevent use of the design by other producers, the  importing 
firm had  registered the industrial design as an intellectual property both in its country 
and in  the  country  of  production. After  having  spent  a  considerable  amount  on 
advertisement and publicity, the importing firm was able in a few years to  develop a 
market for carpets  manufactured according to its design. 
This led other small manufacturers in country B to  produce carpets with an identical 
design for export  to country A. The  importer  in country  A tried  to get the  IPR 
authorities in country B to  stop production and export by these manufacturers in view 
of its exclusive right to the use of the protected industrial design. However, because  of 
the lax enforcement of IPRs in country B, no action was taken. The  importer therefore 
decided to terminate the arrangement and shift production to  another country which 
had a reputation for enforcing  its intellectual property law. 

IPR in the targe t expor t market . Likewise , where th e produc t offere d fo r sal e i n 
a foreig n marke t bear s a  trademark, i t will be necessar y t o ensur e tha t a  simila r 
mark i s no t i n us e o r registere d i n tha t market . I f thei r trademark s ar e 
considered 'confusingl y similar ' t o othe r trademarks , exporting enterprises ma y 
expose themselve s t o lega l suit s fo r infringemen t o f property rights . 

These considerations shoul d also be kept in mind by enterprises i n placing thei r 
import orders . I t wil l b e necessary , particularl y i n regar d t o product s tha t ar e 
widely counterfeite d o r pirated , fo r importer s t o satisf y thos e concerne d that , 
where th e foreig n supplie r claim s tha t th e produc t t o b e importe d i s produce d 
under a  licence , i t ha s th e necessar y authorizatio n t o d o so . Otherwise , th e 
importer wil l ris k facin g a  sui t fo r damage s fro m th e trademar k owne r an d th e 
possibility o f th e good s bein g confiscate d b y Custom s o n arrival . 

Summing up 

In sum , i f trade-relate d IP R frictio n i s t o b e avoided , i t i s necessar y fo r al l 
business enterprise s engage d i n foreign trad e no t onl y to familiariz e themselve s 
with the syste m se t up by the Agreement bu t t o be fully awar e of the obligation s 
it impose s an d th e right s i t create s i n thei r favour . The y shoul d als o undertak e 
through thei r association s studie s o f the practica l problem s o f selling in foreig n 
markets an d thos e arisin g fro m th e applicatio n o f th e TRIP S Agreement . 
Briefing government s o n th e finding s o f suc h studie s wil l enabl e governmen t 
representatives t o negotiate , during the reviews provided fo r by the Agreement , 
modifications t o it s provision s t o mee t som e o f th e concern s o f th e busines s 
community. 
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